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DETAILED ACTION 
Response to Amendment 

1. Applicant's amendment was received on 1/18/06, and has been entered and 
made of record. Currently, claims 1-15 are pending. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-15 have been considered but are 
moot in view of the new ground(s) of rejection. 

Drawings 

3. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the determining step, 
during a printing job receiving process in the receiving section must be shown or the 
feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 



Application/Control Number: 10/026,429 Page 3 

Art Unit: 2625 

consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1, 6 and 11 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claims recite "a determining section 
which determines, during a printing job receiving process in the receiving section.. " 
(claim 1 as an example). However, referring to figs. 3 & 5 and page 8, lines 5-8 of the 
original Specification, the determination is done after the printing job is completely 
received. That is, step 3 (the determination step) is processed only after step 2 
(receiving step). Further, the Specification states "the control section 2 determines 
whether the received printing job includes special printing" (step 3) (lines 7-8). Again, 
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this statement bolsters the examiner's point that the determining step is not processed 
during the receiving process. Therefore, the examiner believes that the determining 
step occurs after, not during , the printing job receiving process according to the 
Specification. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 2 and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

It is unclear as to whether the extracted printing job ever gets printed. In other 

words, what happens to the extracted printing job that does not include the special 

printing? 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 6-8 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chori et al. Japanese Patent Publication No. 2000-159391 
(hereinafter Chori) in view of Ban U.S. Patent No. 6,332,170. 
6. With respect to claim 1 , Chori discloses a printer comprising: 

a receiving section which receives printing jobs (paragraph 37); 

a storage section which stores the received printing jobs (paragraph 21 ); 

a printing section which executes the printing jobs extracted from the storage 
section (paragraph 38); 

a determining section which determines, after a printing job receiving process in 
the receiving section, whether a page index of each page or a job index of the printing 
job (the print command including the feed stage information and the image size) which 
has been received includes information on special printing (paragraphs 40-42); 

a display section which displays the printing jobs that are determined as including 
information on the special printing in the page index or the job index by the 
determination section (paragraph 43); 

an input section which accepts a printing job selected by a user from the 
displayed printing jobs (paragraphs 43 & 44); and 
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a control section which extracts from the storage section the printing job selected 
by the user, and causes the printing section to execute the selected printing job 
(paragraphs 43 & 44). 

Chori, however, does not discloses the printer having the display section which 
displays a list of the printing jobs and the input section which accepts the printing job 
selected by a user form the displayed list 

Ban, the same field of endeavor of the special printing art, discloses a printer 
(network printer in fig. 1) comprising: 

a receiving section (NIC 16 in fig. 2) which receives printing jobs; 

a storage section which stores the received printing jobs (col. 3, lines 39-40); 

a printing section which executes the printing jobs extracted from the storage 
section (fig. 4); 

a determining section which determines whether the printing jobs received by the 
receiving section include special printing (fig. 4 & col. 2, lines 26-27); 

a display section which displays a list of the printing jobs that are determined as 
including the special printing by the determining section (fig. 4 & col. 2, lines 26-27); 

an input section which accepts a printing job selected by a user from the 
displayed list (fig. 4); and 

a control section which extracts from the storage section the printing job selected 
by the user, and causes the printing section to execute it (col. 4, lines 19-38). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the printing job list display function of Ban into the printer of Chori. 
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The suggestion/motivation for doing so would have been to provide the user with 
the list of the special printing jobs in the printer for the selection. 

Therefore, it would have been obvious to combine Chori with Ban to obtain the 
invention as specified in claim 1 . 

7. With respect to claim 2, Chori discloses the printer, wherein the control section 
extracts a printing job that does not include the special printing from the storage section 
(paragraph 39) and causes the printing section to execute the selected printing job 
(paragraphs 43 & 44). 

8. With respect to claim 3, Chori discloses the printer, wherein the special printing is 
printing on a special paper sheet other than a normal paper sheet (paragraphs 40 & 41 ). 

9. With respect to claim 14, the combination of Chori and Ban discloses the printer 
according to claim 1 , wherein the control section prevents the printing section from 
printing any of the received printing jobs that include information on the special printing 
that are stored in the storage section (paragraphs 43 & 44 of Chori), until the input 
section receives a selection made by the user for printing one or more of the received 
printing jobs that include information on the special printing (fig. 4 of Ban). 

10. With respect to claim 6, Chori discloses a print system comprising: 

at least one terminal which receives data input for printing and sends a printing 
job for executing the printing based on the input data; and 

a printer which is networked to the terminal and executes the printing job sent 
from the terminal to print data (fig. 5). 
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With respect to rest of the claim, arguments analogous to those presented for 
claim 1, are applicable. 

1 1 . With respect to claim 7, arguments analogous to those presented for claim 2, are 
applicable. 

12. With respect to claim 8, arguments analogous to those presented for claim 3, are 
applicable. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Chori and Ban as applied to claim 3 above, and further in view of 
Eisenberg et al. U.S. Patent No. 6,452,694 (hereinafter Eisenberg). 

13. With respect to claim 4, the combination discloses the printer according to claim 
3 but it does not disclose expressly that the special printing is printing on a special 
paper sheet is a tab paper sheet. 

Eisenberg, the same field of endeavor of the special paper printer, discloses a 
printer for performing a special printing on a special paper sheet, wherein the special 
paper sheet is a tab paper (Abstract). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the tab paper printing system of Eisenberg into the printer of Ban. 

The suggestion/motivation for doing so would have been to correctly print text 
and/or graphic objects in the tab area of the tab sheet. 

Therefore, it would have been obvious to combine the three references to obtain 
the invention as specified in claim 4. 
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14. With respect to claim 9, arguments analogous to those presented for claim 4, are 
applicable. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Chori and Ban as applied to claim 3 above, and further in view of Osari 
et al. U.S. Patent No. 6,169,863 (hereinafter Osari). 

15. With respect to claim 5, the combination discloses the printer according to claim 
3, further comprising: 

a paper feed section which feeds a special paper sheet to the printing section 
(col. 3, line 31); and 

a sensor which senses absence of a special paper sheet in the paper feed 
section (col. 3, lines 32-34), 

wherein when a printing job including the special printing is selected by the user 
through the input section (col. 4, lines 6-38). 

Ban, however, does not disclose expressly that the control section causes the 
display section to display absence of the special paper sheet, on condition that the 
sensor senses absence of the special paper sheet in the paper feed section. 

Osari, the same field of endeavor of the manual feed-in printing system, 
discloses 

a paper feed section which feeds a special paper sheet to the printing section 
(fig. 7A); and 
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a sensor which senses absence of a special paper sheet in the paper feed 
section (col. 8, lines 1-12), 

a control section causes the display section to display absence of the special 
paper sheet, on condition that the sensor senses absence of the special paper sheet in 
the paper feed section (col. 8, lines 10-12). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the display of 'no sheet on the manual feed tray' into the printer of 
Ban. 

The suggestion/motivation for doing so would have been to inform the user that 
there is no sheet present in the feed tray. 

Therefore, it would have been obvious to combine the three references to obtain 
the invention as specified in claim 5. 

16. With respect to claim 10, arguments analogous to those presented for claim 5, 
are applicable. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Chori and Ban as applied to claim 1 above, and further in view of 
Matsuura et al. U.S. Patent No. 6,930,796 (hereinafter Matsuura). 

17. With respect to claim 15, the combination of Chori and Ban discloses the printer 
according to claim 14, but it does not explicitly disclose that the one or more of the 
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received printing jobs that include information on the special printing also include 
information on normal printing of at least one or more sheets of paper. 

Matsuura, the same field of endeavor of the special printing art, discloses the 
printer wherein the printer receives one or more of printing jobs that information on the 
special printing also include information on normal printing of at least one or more 
sheets of paper (fig. 4). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to incorporate the function of receiving a special printing job which also includes 
information on normal printing of at least one or more sheets of paper into the printer of 
Chori. 

The suggestion/motivation for doing so would have been to process each page of 
a particular printing job based on the unique characteristics/information of the each 
page. 

Therefore, it would have been obvious to combine the three references to obtain 
the invention as specified in claim 15. 
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Conclusion 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571) 272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on (571) 272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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February 28, 2006 



Chan S. Park 
Examiner 
Art Unit 2625 

£. Petri*. 




